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Request for Reconsideration of Application for Patent Term 
Adjustment for Office Failure to Issue the Patent Within 3 Years 


On December 22, 2008 the applicant filed a request for reconsideration of patent 
term adjustment for the above patent application arguing that the Office improperly has not 
included three year delay term days and citing Wyeth v. Dudas, 88 USPQ2d 1538 (DC DC 
2008). 

On July 15, 2009 the Senior Petitions Attorney issued a paper holding decision on 
that request in abeyance until the patent had issued on the ground that the Office does not 
calculate the time under 37 CFR 1.702(b) until the issue date has been determined and giving the 
applicant two months after the issue date, without additional fee, to request reconsideration in 
light of the final patent term adjustment calculated by the Office. A copy of the July 15, 2009 
decision is attached. 
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The applicant hereby requests reconsideration of the patent term adjustment 
determination made by the Director and reported in the Issue Notification attached. 

The patent issued on the August 11, 2009 with a final Patent Term Adjustment 
calculated at 1718 days. A copy of the USPTO PAIR record showing the calculation of the 1718 
days is also attached. Although no days are listed as "three years" days, under the PAIR heading 
"Patent Term Adjustment" the USPTO delay days is given as 1751 days which corresponds to 
the time from the three year anniversary to the issue date, not the 868 PTO days shown on the 
"Patent Term Adjustment History" heading (some of the latter of which overlaps the three year 
delay). It thus appears that the PAIR record calculated USPTO delay using only the 3 years 
delay without including the USPTO delay days that do not overlap with the 3 year delay. This 
violates the decision of Wyeth v. Dudas, which holds that the days of USPTO delay in the 
prosecution history that are non-overlaping are to be added to the three years days. 

The applicant submits that under Wyeth v. Dudas, the proper calculation is as 


follows: 


Three Year delay days 1 75 1 

Non-overlapping USPTO Delay days 

(i.e. those shown in PAIR record 

prior to 10/26/2004) 404 
Applicant delay days 

(as shown in PAIR record) (33) 

Correct Patent Term Adjustment days 2122 


All items required under 37 CFR 1.705 having been provided, the applicant 
requests that the Determination of Patent Term Adjustment provided in the Issue Notification be 
corrected to show an adjustment of 2122 days. 
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Finally it is noted that the decision Wyeth v. Dudas, has been appealed by the 
Office to the Federal Circuit and that appeal is currently pending. The question of law decided 
therein will be dispositive on the issue presented in this request and it is assumed that the Office 
will conform its calculations of patent term adjustments to the decision on the appeal. Therefore 
it is suggested that this request should be held in abeyance until the decision in the Office's 
appeal of Wyeth has been issued. 

Conclusion 

For the reasons given above the applicant requests that the Patent Term 
Adjustment of 1718 days provided in the Issue Notification be corrected to 2122 days. 


Respectfully submitted, 

VIDAS, ARRETT & STEINKRAUS 


Date: September 9, 20009 By: /Walter J. Steinkraus/ 

Walter J. Steinkraus 
Registration No.: 29592 

6640 Shady Oak Dr., Suite 400 
Eden Prairie, MN 55344-7834 
Telephone: (952) 563-3000 
Facsimile: (952) 563-3001 

f:\wpwork\wjs\09919us01 patent term extension 20O90803.doc 

Attachments: 

July 15, 2008 decision "On Application For Patent Term Adjustment" (2 pages) 
Issue notification (1 pg) 

Pair Record showing USPTO patent term calculation (2 pages) 
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OFFICE OF PETITIONS 1 


ON APPLICATION FOR 
PATENT TKBM ADJUSTMENT 


This is in response to the APPLICATION FOR PATENT TERM 
ADJUSTMENT, 37 CFR 1.705 filed on December 22, 2008. Applicant 
requests that the determination of patent term adjustment foe 
increased by one thousand one hundred seventy -1170} days to one 
thousand nine hundred ten (1910) days. 1 Applicant requests this 
correction on the basis that the Office will take in excess of 
three years to issue this patent and in light of the recent 
court decision in Wyeth v. Du das, 580 F. Supp. 2d 138, 68 
U.S.P.Q. 2d 1538 {D.D.C, 2006). 

As the instant application for patent term adjustment requests 
reconsideration of the patent term adjustment as it relates to 
the Office's failure to issue the patent within 3 years of the 
filing date, a decision is being held in abeyance until after 
the actual patent date. Knowledge of the actual date the patent 
issues is required to calculate the amount, if any, of 
additional patent term patentee is entitled to for Office 
failure to issue the patent within 3 years. See § 1.703(b) . 

Applicant is given TWO <2) MONTHS from the issue date of the 
patent to file s written request for reconsideration of the 


'applicant calculates th« h*<K y* t j ...» 11/0 <z - , in, h t\i v f days 

over thrc$ ye«rs until the mailing of the notice of allowance on October 3, 2006. 
Sppiic-aot requests additional days for the interval from the sailing of tha notice of 
allowance to tha issue date. 
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patent term adjustment for Office failure to issue the patent 
within 3 years. A copy of this decision should accompany the 
request. Applicant may seek such consideration without payment 
of an additional fee. However, as to all other bases for 
seeking reconsideration of the patent term adjustment indicated 
in the patent, all requirements of § 1, 705(d) must be met . 
Requests for reconsideration^ on other bases must be timely filed 
and must include pay.tr.ent of the required fee. 

Rather than file the request for reconsideration of Patent Term 
Adjustment at the time of the mailing of the notice of 
allowance, applicant is advised that they may wait until the 
time of the issuance of the patent and file a request for 
reconsideration of the patent term pursuant to 3? CFR 1.705(d). 
The USPTO notes that it does not calculate the amount of time 
earned pursuant to 37 CFR 1.702(b) until the time of the 
issuance of the patent: and accordingly, the Office will consider 
any request for reconsideration of the patent term adjustment 
due to an error in the calculation of 37 CFR 1.702 <fo} to be 
timely if the request for reconsideration is filed within two 
months of the issuance of the patent. 

The Office acknowledges submission of the $200.00 fee set forth 
in 37 CFR 1.18(e). No additional fees are required. 

The application is being forwarded to the Office of Data 
Management for issuance of the patent. The patent term 
adjustment indicated on the patent (as shown on the lasue 
Notification mailed about three weeks prior to patent issuance) 
will include any additional adjustment accrued both for Office 
delay in issuing the patent more than four months after payment 
of the issue fee and satisfaction of ail outstanding 
requirements f and for the Office taking in excess of three years 
to issue the patent (to the extent that the three-year period 
does not overlap with periods already accorded } . 

Telephone inquiries specific to this decision should be directed 
to Senior Petitions Attorney Douglas I. Wood at (571) 272-3231. 

Christina Tartera Donneli 
Senior Petitions Attorney 
Office of Petitions 
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ISSUE NOTIFICATION 

The projected patent number and issue date are specified above. 

Determination of Patent Term Adjustment under 35 U.S.C, 154 (b) 

(application filed on or after May 29, 2000) 

The Patent Term Adjustment is 1718 day(s). Any patent to issue from the above- identified application will 
include an indication of the adjustment on the frontpage, 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent. Application Information 
Retrieval (PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the 
Office of Patent Legal Administration at (5?l)~2?2-?702. Questions relating to issue and publication fee 
payments should be directed to the Customer Service Center of die Office of Patent Publication at 
(57i)-272-4200. 

APPLICANT^} (Please see PAIR WEB site http:tfpair.uspto.gov for additional applicant*): 
Jonaihai S. Stinson, Plymouth, MN; 
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